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DETAILED ACTION 

1. This action is responsive to communications: Application filed July 31, 2001, 
Information Disclosure Statement (IDS) Filed 10/04/2001, and Election filed 02/02/2006. 

2. Claims 1-57 are pending in the case. Claims 19, 41, and 50 are elected, independent 
claims. 

Election/Restrictions 

3. Applicant's election with traverse of Group II in the reply filed on 2/2/2006 is 
acknowledged. The traversal is on the ground(s) that there is no serious burden. This is not 
found persuasive because the inventions' separate classifications are prima facie evidence of 
burden. Applicant alleges that because some limitations occur in both groups there would be 
search overlap and thus no burden. However, the inventions are different, and each limitations 
context in their invention is relevant to the search, and each recitation does not necessarily result 
in the same search occurring. Therefore there is a serious burden on the examiner. 

The requirement is still deemed proper and is therefore made FINAL. 

4. Claims 1-17 and 32-40 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected invention, there being no allowable generic or linking 
claim. Applicant timely traversed the restriction (election) requirement in the reply filed on 
2/2/2006. 

Claim Rejections - 35 USC §101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 
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6. Claims 50-57 are rejected under 35 U.S.C, 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 50-57 are drawn to functional descriptive material NOT claimed as residing on a 

computer readable medium. MPEP 2 1 06.IV.B. 1 (a) (Functional Descriptive Material) states: 

"Data structures not claimed as embodied in a computer-readable medium are descriptive 
material per se and are not statutory because they are not capable of causing functional 
change in the computer." 

"Such claimed data structures do not define any structural or functional interrelationships 
between the data structure and other claimed aspects of the invention which permit the data 
structure's functionality to be realized." 

The claims, while defining a "system" as well as a "server", do not define a "computer- 
readable medium" and is thus non-statutory for that reasons. A "system" as well as a "server" 
can range from paper on which the program is written, to a program simply contemplated and 
memorized by a person. The Office suggests amending the claim to embody the program on 
"computer-readable medium" in order to make the claim statutory. 

"In contrast, a claimed computer-readable medium encoded with the data structure defines 
structural and functional interrelationships between the data structure and the computer 
software and hardware components which permit the data structure's functionality to be 
realized, and is thus statutory." - MPEP 2106.IV.B.l(a) 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

8. Claims 52-57 rejected under 35 U.S.C. 112, first paragraph, as failing to comply 



with the written description requirement. The claim(s) contains subject matter which was not 
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described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Claim 52 claims a user device. There is no mention or definition of this term in the 
specification or the claims. Assuming the issue of what Applicant intends as user device is 
satisfactorily explained, it is suggested that the specification will not convey to one of ordinary 
skill in the art that Applicant invented the combination with all "user devices." 

9. Claims 52-57 rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and/or use the invention. As there is no 
explanation of what is meant by a "user device" (claim 52) one of ordinary skill would 
undoubtedly have to resort to undue experimentation in order to make the invention. 

10. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

11. Claims 19 - 24, and 52-57 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

At issue are the terms "at least one image" "high-resolution image of the image" "low 
resolution image of the image." The multiple usage of the word "image" is what causes some 
ambiguities in the scope of the claims. In claim 19 "the at least one image" is a part of the 
receiving step, as well as the retrieving step. However, in claims 22 and 23, these are shown to 
be different images, the low resolution and high resolution images. It appears Applicant 
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intendeds the "at least one image" to mean the logical image, or the content, for example a ball 
or an orange. While the "high-resolution image of the image" and "low resolution image of the 
image" are different versions of the same content. However, the plain meaning of the claim does 
not clearly convey that. The Office recommends changing the "high(low) resolution image" to 
the "high (low) resolution version," to avoid the conflict in scopes and retain the intended 
meaning of the claims. The claims will be considered to have this meaning for examining 
purposes only. 

Regarding dependent claim(s) 21, the steps of receiving storing and retrieving do not make 
sense when taken together. If an image was received from the remote device, and then stored, 
how could it then be retrieved again? For examining purposes only, only the first two steps will 
be considered. 

Regarding dependent claim(s) 52, as explained above, there is no explanation of what a user 
device is. Therefore the scope is impossible to determine because one would not know what 
was, or was not a user device. This will be broadly interpreted for examining purposes. 

Claim Rejections - 35 USC §102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

13. Claimsl9-29, 31, and 41-57 rejected under 35 U.S.C. 102(e) as being anticipated by 
Sparks et al. (US006167382A). 
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Regarding independent claim(s) 19, Sparks discloses a list of images which are on the server 
and therefore stored on the remote device (col. 5, 11. 20-23). Sparks discloses receiving a user 
selection of one of the images (col. 6, 11. 7-10). Sparks discloses using the at least one image, 
therefore inherently it must have been retrieved (col. 6, 11. 48-55). Sparks discloses generating a 
document including the image (col. 5, 11, 24-35). 

Regarding dependent claim(s) 20, Sparks discloses receiving the image from the remote device 
(col. 5, 11. 48-55). Inherently it must be stored somewhere on the client. 
Regarding dependent claim(s) 21, Sparks discloses display a list of images with previews and 
receiving a user selection (col. 6, 11. 27-36, col. 6, 11. 7-10). 

Regarding dependent claim(s) 22, Sparks teaches the preview is a low resolution image (col. 6, 
11. 27-36). 

Regarding dependent claim(s) 23, Sparks teaches retrieving a high resolution version of the 
image (col. 3, 11. 48-55). 

Regarding dependent claim(s) 24, Sparks teaches the generated document includes the high 
resolution version (col. 3, 11. 48-55). 

Regarding dependent claim(s) 25, Sparks teaches a selection of a template (col. 5, 11. 22-23). 
Sparks teaches the document is generated from the template (col. 3, 11. 48-55). 
Regarding dependent claim(s) 26, Sparks teaches receiving attributes for an image and 
generating the document based on those attributes (col. 9, 11. 52-54). 

Regarding dependent claim(s) 27, Spark teaches the attributes include cropping (col. 9, 11. 52- 
54). 
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Regarding dependent claim(s) 28, Sparks teaches receiving text and attributes and generating 

the document based on the attributes (col. 9, 11. 48-50, 54-55). 

Regarding dependent claim(s) 29, Sparks teaches a text attribute can be position. 

Regarding dependent claim(s) 31, Sparks teaches the remote device is a web site (col. 2, 11. 50- 

51). 

Regarding independent ciaim(s) 41, at least one computer configured to facilitate purchase of a 
document said at least one computer being connected to at least one remote web site through the 
Internet, wherein said at least one computer is configured to receive at least one image from said 
remote web site and generate a document, said document including said at least one image (col. 

I, line 65 -col. 2 line 11). 

Regarding dependent claim(s) 42, Sparks discloses a web site for selecting a template (col. 5, 

II. 22-23). 

Regarding dependent claim(s) 43, Sparks teaches a page for selecting images (col. 6, 11. 7-10). 
Regarding dependent claim(s) 44, Sparks teaches generating the document in response to 
image and template selection (col. 3, 11. 19-32). 

Regarding dependent claim(s) 45, Sparks teaches storing an image basket (col. 6, 11. 55-60). 
Regarding dependent claim(s) 46, Sparks teaches displaying the basket (col. 6, 11. 43-46). 
Regarding dependent claim(s) 47, Sparks teaches generating the document as described above. 
Inherently, the document must be stored at some point. 

Regarding dependent claim(s) 48, Sparks teaches transmitting the document over the Internet 
to the purchaser (col. 3, 11. 48-55). 

Regarding dependent claim(s) 49, Sparks teaches displaying a preview (col. 3, 11. 13-18). 
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Regarding independent claim(s) 50, Spark teaches at least one server; a plurality of web sites 
connected to said at least one server through the Internet, wherein said at least one server is 
operable to store a plurality of images received from said plurality of web sites and generate a 
document including at least one image received from said plurality of web sites (col. 1, line 65 - 
col. 2 line 1 1). 

Regarding dependent claim(s) 51, Sparks teaches generate a document including at least one 
image (col. 1, line 65 - col. 2 line 11). Inherently, the document must be stored at some point. 
Regarding dependent claim(s) 52, Sparks teaches generating the document in response to input 
from the client,, which is broadly interpreted to be a user device (col. 1, line 65 - col. 2 line 1 1). 
Regarding dependent claim(s) 53, Sparks teaches receiving a user selection (col. 6, 11. 27-36; 
col. 6, 11.7-10). 

Regarding dependent claim(s) 54, Sparks discloses selecting a template (col. 5, 11. 22-23). 
Regarding dependent claim(s) 55, Sparks teaches storing account information (Fig. 13). 
Regarding dependent claim(s) 56, Sparks teaches receiving payment c6. 56-60. 
Regarding dependent claim(s) 57, Sparks teaches transmitting the document (col. 3, 11. 48-55). 

Claim Rejections - 35 USC §103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

15. Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sparks. 
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Regarding dependent claim(s) 30, Sparks does not explicitly disclose printing on C paper size. 
Official Notice it was well known in the art at the time of the invention as well a desirable to be 
able to print any paper size, including C paper size. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to use C paper size for those reasons. 



16. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adam M. Queler whose telephone number is (571) 272-4140. 
The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Hong can be reached on (571) 272-4124. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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